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Allegations of indirect patent infringement require, among other things,
pleading that the defendant had knowledge of the asserted patent. It is
not well-settled law, however, whether notice of a complaint itself satisfies
this knowledge requirement.

In the absence of U.S. Supreme Court and U.S. Court of Appeals for the
Federal Circuit precedent, district courts across the country have reached
different holdings on this issue — some have held that a plaintiff must
plead that the defendant had presuit knowledge of the asserted patents,
while others have held that notice of the complaint satisfies the knowledge
requirement.

In light of two recent, potentially overlooked cases,[1] this article will
explore the different approaches taken by district courts and analyze how
they have ruled on this issue. In doing so, this article will provide guidance
regarding allegations of indirect patent infringement and increasing the
likelihood of surviving a Federal Rule of Civil Procedure 12(b)(6) motion to
dismiss.

Indirect Patent Infringement

Under U.S. patent law, a patentee may recover damages from an infringer
for direct and indirect infringement.[2]

Direct infringement occurs when an infringer practices each and every element of a patent
claim, either literally or through the doctrine of equivalents.[3]

Indirect infringement occurs when an infringer does not itself practice each and every
element of a claim but rather actively induces or contributes to the infringement of a third

party.[4]

Induced infringement requires: (1) knowledge of the infringed patent; and (2) intentionally
aiding and abetting a third party to infringe.[5]

Contributory infringement requires: (1) knowledge of the infringed patent; (2) providing to
a third party a material component of an infringing article; and (3) that the component is
especially made or adapted for use in such infringing article.[6]

Hence, unlike for direct infringement, which is a strict liability tort,[7] a patentee alleging
indirect infringement must prove that the accused infringer had knowledge of the asserted
patent.[8]

Pleading the Knowledge Requirement

Because indirect patent infringement requires that the accused infringer have knowledge of
the asserted patent, a plaintiff bringing a claim for indirect infringement must plead such
knowledge.[9]

In the absence of evidence that the accused infringer had knowledge, some plaintiffs
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attempt to rely on notice of the complaint to the defendant to satisfy the knowledge
requirement, because the defendant would have had knowledge of the asserted patent at
least as of such date.

In response to such pleadings, defendants often file a Rule 12(b)(6) motion to dismiss for
failure to state a claim, arguing that the complaint did not and could not allege every
element of the claim, because at the moment of filing the defendant did not have the
requisite knowledge.[10]

Courts have reacted differently to this situation. Some courts accept the complaint as
satisfying the knowledge requirement and allow the plaintiff to allege post-complaint
damages.

For example, in the 2014 MyMedicalRecords Inc. v. Jardogs LLC decision, the U.S. District
Court for the Central District of California held that notice of the complaint alleging indirect
infringement did satisfy the knowledge requirement, reasoning that holding otherwise would
not be reasonable because the defendant did indeed have actual knowledge of the asserted
patent through the complaint.

The court explained:

A defendant should not be able to escape liability for postfiling [indirect]
infringement when the complaint manifestly places the defendant on notice that it
allegedly infringes the patents-in-suit. Holding otherwise would give a defendant
carte blanche to continue to indirectly infringe a patent — now with full knowledge of
the patents-in-suit — so long as it was ignorant of the patents prior to being served
itself with the complaint.[11]

Other courts, however, have disagreed with this reasoning. For example, in the March
ZapFraud Inc. v. Barracuda Networks Inc. decision, the U.S. District Court for the District of
Delaware held that notice of a complaint alleging indirect infringement did not satisfy the
knowledge requirement. The U.S. District Court for the Middle District of Florida recently
held the same in D3D Technologies Inc. v. Microsoft Corp.

The ZapFraud court explained:

The purpose of a complaint is to obtain relief from an existing claim and not to create
a claim. ZapFraud has identified, and I know of, no area of tort law other than patent
infringement where courts have allowed a plaintiff to prove an element of a legal
claim with evidence that the plaintiff filed the claim. The limited authority vested in
our courts by the Constitution and the limited resources made available to our courts
by Congress counsel against encouraging plaintiffs to create claims by filing claims.
It seems to me neither wise nor consistent with principles of judicial economy to
allow court dockets to serve as notice boards for future legal claims for indirect
infringement and enhanced damages.[12]

Table 1 below highlights the split among and, even within, certain district courts in the past
six years regarding whether a plaintiff may rely on the complaint to satisfy the knowledge
requirement for indirect infringement.[13]

Table 1: Can a Plaintiff Rely on the Complaint to Satisfy the Knowledge-of-the-
Patent Requirement for Indirect Infringement?
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District Court (Total Number of Cases) Yes No
District of Delaware (23) 65% 35%

Eastern District of Texas (21) 95% 5%
Western District of Texas (2) 50% 50%

Northern District of California (13) 100% 0%

Central District of California (8) 100% 0%
Middle District of Florida (2) 0% 100%

As Table 1 shows, some district courts, e.g., the U.S. District Courts for the Northern and
Central Districts of California, have been more consistent in their holdings on this issue,
while others, e.g., the District of Delaware, have been split.

Thus, patentees wishing to bring a claim of indirect infringement and satisfy the knowledge
requirement through the complaint itself should consider bringing suit in an available district
more favorable to this position. On the other hand, defendants in such a situation should
consider the district's, and the particular judge's, holdings on this issue in determining
whether to bring a Rule 12(b)(6) motion.

Alternative Courses of Action

Patentees wishing to bring a claim of indirect infringement in a jurisdiction that may not
allow for pleading knowledge of the asserted patent based on the complaint, but lacking
such evidence, have several alternative courses of action.

For example, the patentee could provide the alleged infringer with notice of the patent
before filing the complaint.[14] Though such a notice would likely satisfy the requisite
knowledge of the patent for pleading indirect infringement,[15] it has one substantial risk —
the possibility of the alleged infringer's filing a declaratory judgment action,[16] particularly
in a jurisdiction or venue unfavorable to the patentee.

Federal law provides that a declaratory judgment action is only appropriate "[i]n a case of
actual controversy."[17] The Supreme Court held that this requirement is met when the
totality of the circumstances shows "a substantial controversy, between parties having
adverse legal interests, of sufficient immediacy and reality to warrant relief."[18]

Applying this standard, the Federal Circuit has held that an actual controversy may exist
when the patentee asserts and shows a willingness to enforce its patent rights.[19] For
example, in the 2007 SanDisk Corp. v. STMicroelectronics Inc. decision, the Federal Circuit
determined that a patentee clearly communicated its intent to enforce its rights where the
patentee sought a right to royalty payments and provided detailed infringement analysis
explaining its infringement theory, among other things.[20]

However, courts also look at other surrounding factors, including whether the patentee is a



patent assertion entity,[21] the litigation history of the parties,[22] and interactions apart
from the notice letter.[23]

Thus, if a patentee wishes to provide a potential infringer with notice of the patent but also
wishes to avoid declaratory judgment jurisdiction, the patentee should take great care in
wording such notice to not create an actual controversy. There is no clear distinction
between providing sufficient knowledge of the patent and creating an actual controversy,
and it is often a fact-intensive inquiry.[24]

Hence, patentees wishing to provide such notice should carefully consider the totality of
circumstances of the case as well as the intricacies of the current law regarding an actual
controversy in jurisdictions in which the alleged infringer may potentially bring a declaratory
judgment action.

However, a notice letter merely identifying the patentee's patent(s) and the other party's
product(s) may be less likely deemed enough to confer declaratory judgment
jurisdiction.[25] And though this approach has its risks, it may also provide some benefit, as
it may potentially augment the time period for which damages can be recovered.[26]

Ultimately, patentees wishing to provide notice of a patent to an alleged infringer, without
creating an actual controversy, should carefully word such a notice to not show "intent to
escalate the dispute."[27] Patentees should also consider the totality of the circumstances
and the current state of the law regarding declaratory judgment jurisdiction in deciding how
and whether to provide such notice.

To circumvent the risk of a potential declaratory judgment action, a patentee may file a
complaint alleging direct infringement of the asserted patent, if viable, and then amend the
complaint under Rule 15 to plead indirect infringement.

Under Rule 15, a plaintiff may amend its complaint prior to trial in two ways: (1) once as a
matter of course within the earlier of 21 days of serving it, or 21 days after service of the
defendant's answer or Rule 12(b), (e), or (f) motion; and (2) at any other time with the
opposing party's written consent or the court's leave — to be freely given "when justice so
requires."[28]

Hence, patentees wishing to amend their complaint to add an allegation of indirect
infringement based on post-suit knowledge of the asserted patent should be prepared to file
an amended complaint within the time period provided for by Rule 15, so to not have to rely
on the court's leave or the unlikely event of the opposing party's consent.

Though some courts have been amenable to this approach,[29] patentees should consider
the most recent state of the law regarding this issue in the jurisdiction in which they wish to
file their complaint.

However, a patentee may potentially wish to file its complaint in a district that does not
allow the patentee to amend the complaint to plead indirect infringement based on
knowledge from the first complaint.[30]

In such a scenario, the patentee may allege direct infringement and then use discovery as a
mechanism to seek facts related to the alleged infringer's knowledge of the asserted patent.
Were such facts to be discovered, a court would likely grant the patentee leave to amend its
complaint to plead indirect infringement.[31]

Thus, the patentee should specifically tailor its discovery strategies to at least seek



information potentially related to the defendant's knowledge of the asserted patent, among
the other requisite elements of indirect infringement.

Conclusion

In the absence of controlling precedent, district courts disagree on whether a complaint may
itself provide knowledge of the asserted patent to satisfy the knowledge requirement for
pleading indirect patent infringement. Thus, litigants in actions involving claims of indirect
infringement should be aware of how the district court they are litigating in, and the
particular judge, has held on this issue.

Additionally, patentees wishing to bring claims of indirect infringement should be cognizant
of the available alternatives to satisfying the knowledge requirement, including the risks and
requirements of those alternatives.
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