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DISTRICT COURT CASES

Showing of a Substantial Case of Irreparable Harm to Losing Plaintiff Justifies Injunction
Against Defendant During Appeal

Following a bench trial, but before the court issued a judgment, the parties stipulated to a preliminary injunction
barring the defendants from marketing or selling its generic drug product until the court issued its decision on the
merits. The court ultimately issued a judgment of invalidity, and the plaintiff appealed to the Federal Circuit.
Nevertheless, the plaintiff moved for an injunction until the appeal is resolved. Judge Catherine C. Blake in the
District of Maryland granted this injunction last week pending plaintiff's appeal, on the condition that plaintiff post
a $10 million bond and move to expedite its appeal. The plaintiff claimed that it has a strong likelihood of success
on appeal because the district court erred in its application of the law with respect to motivations to combine the
prior art and inherency. The court noted that, although it stands by its judgment, it recognizes that this case
presents a close call. The plaintiff has not demonstrated a strong likelihood of success on appeal, but plaintiff
made a showing of a substantial case. And because the balance of hardships tips strongly in plaintiff's favor as
well, the showing of a substantial case is sufficient to award an injunction.

Par Pharmaceutical, Inc. et al v. TWi Pharmaceuticals, Inc., 1-11-cv-02466 (MDD August 12, 2014, Order)
(Blake, J.).

- Author: Kellie Johnson
Court Refuses to Apply Octane Fitness’s “Exceptional” Standard to the Lanham Act

Last week, a district court sitting in Connecticut refused to extend the Supreme Court’s recent ruling in Octane
Fitness, LLC v. ICON Health & Fitness, 134 S. Ct. 1749 (2014), which lowered the standard for awarding
attorney’s fees under the Patent Act. After the jury returned a verdict finding defendants liable for trademark
infringement, false designation of origin, and patent infringement, plaintiff Romag sought attorney’s fees under the
Patent Act and the Lanham Act. Noting the more flexible standard set forth in Octane Fitness, the court awarded
attorney’s fees under the Patent Act because defendants asserted a borderline frivolous invalidity defense and
failed to formally withdraw that defense in a timely manner. Despite the finding that the case was “exceptional”
under the Patent Act, the court refused to find that the case was “exceptional” under the Lanham Act. More
specifically, after acknowledging that the fee provisions in the Lanham Act and the Patent Act are nearly
identical, the court refused to apply Octane Fitness’s more flexible standard to the Lanham Act because the
Supreme Court was only interpreting the Patent Act and not the Lanham Act in Octane Fitness. Consequently,
notwithstanding the ruling in Octane Fitness, a party seeking attorney’s fees under the Lanham Act must still
prove bad faith, fraud or willfulness.

Romag Fasteners, Inc. v. Fossil, Inc., et al., No. 3:10-cv-01827 (D. Conn. Aug. 14, 2014) (Arterton, J.B.).

- Author: Tessa Judge

CONTACT INFORMATION

If you have any questions regarding this issue of /P Newsflash, please contact—

Michael Simons Sanford Warren

msimons@akingump.com swarren@akingump.com

512.499.6253 214.969.2877

www.akingump.com G [l'.ﬂ

© 2014 Akin Gump Strauss Hauer & Feld LLP. All rights reserved. Attorney advertising. This document is distributed for informational use
only; it does not constitute legal advice and should not be used as such. IRS Circular 230 Notice Requirement: This communication is not
given in the form of a covered opinion, within the meaning of Circular 230 issued by the United States Secretary of the Treasury. Thus, we
are required to inform you that you cannot rely upon any tax advice contained in this communication for the purpose of avoiding United
States federal tax penalties. In addition, any tax advice contained in this communication may not be used to promote, market or
recommend a transaction to another party.

Update your preferences | Subscribe to our mailing lists | Forward to a friend | Opt out of our mailing lists | View mailing addresses



https://akingump.vuturevx.com/API/Print/Preview/Screen?url=https%3a%2f%2fsites-akingump.vuturevx.com%2f14%2f89%2faugust-2014%2fip-newsflash---august-22--2014.asp#
http://www.akingump.com/en/lawyers-advisors/kellie-m-johnson.html
http://www.akingump.com/en/lawyers-advisors/tessa-judge.html
http://www.akingump.com/en/lawyers-advisors/michael-simons.html
mailto:msimons@akingump.com
http://www.akingump.com/en/lawyers-advisors/sanford-e-warren.html
mailto:swarren@akingump.com
http://www.akingump.com/
http://twitter.com/akin_gump
http://www.linkedin.com/company/akin-gump-strauss-hauer-&-feld-llp
https://sites-akingump.vuturevx.com/5/9/landing-pages/preferences-form.asp
https://sites-akingump.vuturevx.com/5/9/landing-pages/subscribe.asp
https://sites-akingump.vuturevx.com/5/9/landing-pages/forward-to-a-friend.asp
https://sites-akingump.vuturevx.com/5/9/landing-pages/unsubscribe.asp
http://www.akingump.com/en/locations/index.html

